A substitute specification has been required. Accordingly, a substitute 
specification is being prepared and will be filed shortly. 

Claim 1 was rejected under 35 U.S.C. § 112, second paragraph. In 
response, Claim 1 has been carefully reviewed and amended to address the points raised in 
the Office Action. Accordingly, reconsideration and withdrawal of the § 112 rejection are 
respectfully requested. 

Claims 1 to 8 were rejected under 35 U.S.C. § 103(a) over U.S. Patent No. 
5,492,142 (Sano). The rejection is respectfully traversed. 

The invention concerns a silicon-based film comprising a crystal phase 
which is formed on a substrate. The substrate has a surface shape represented by a function 
f. The surface shape has a standard deviation of an inclination arctan (df/dx) from 15° to 
55° within the range of sampling length dx from 20 nm to 100 nm. A Raman scattering 
strength resulting from an amorphous component in the silicon-based film is not more than 
a Raman scattering strength resulting from a crystalline component in the silicon-based 
film. A difference between a spacing in a direction parallel to a principle surface of the 
substrate and a spacing of single crystal silicon is within the range of 0.2 % to 1 .0 % with 
regard to the spacing of the single crystal silicon. 

The Office Action concedes that Sano fails to explicitly disclose the 
parameters of surface shape, Raman scattering, and spacing as set forth in the present 
invention. However, the Office Action asserts that these features are inherent in Sano. 
Applicants respectfully disagree. 

According to MPEP § 21 12, the fact that a certain result or characteristic 
may be present in the prior art is insufficient to establish inherency. To establish 
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inherency, the extrinsic evidence must make clear that the missing descriptive matter is 
necessarily present in that which is being described in the reference. 

While Sano may be interpreted as disclosing a silicon-based film 
comprising a crystal phase formed on a substrate with a texture shape, it does not 
necessarily follow that the surface shape (represented by a function f) has a standard 
deviation of an inclination arctan (df/dx) from 15° to 55° within the range of sampling 
lengthdx from 20 nm to 100 nm, a Raman scattering strength resulting from an amorphous 
component in the silicon-based film is not more than a Raman scattering strength resulting 
from a crystalline component in the silicon-based film, and a difference between a spacing 
in a direction parallel to a principle surface of the substrate and a spacing of single crystal 
silicon is within the range of 0.2 % to 1.0 % with regard to the spacing of the single crystal 
silicon. Other arrangements are possible and are believed to be contemplated by Sano. 
Accordingly, since other arrangements are possible, it is improper to conclude that missing 
features are "necessarily present" in Sano, and it is consequently improper to sustain a 
rejection based on inherency. 

Accordingly, if the rejection over Sano is maintained, it is respectfully 
requested that the Examiner provide extrinsic evidence which clearly demonstrates that any 
silicon-based film comprising a crystal phase formed on a textured substrate "necessarily 
contains" all of the features of the present invention. See In re Rijckaert, 28 USPQ2d 1955 
(Fed. Cir. 1993, copy enclosed). 

Applicants conclude that Sano does not teach or suggest the claimed 
invention and it is respectfully requested that the Section 103 rejection be withdrawn. 
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No other matters being raised, it is believed that the entire application is 
fully in condition for allowance, and such action is courteously solicited. 

Applicants 1 undersigned attorney may be reached in our Costa Mesa, 
California office at (714) 540-8700. All correspondence should continue to be directed to 
our below-listed address. 



Respectfully submitted, 



Attorney for Applicants 




Registration No. 




FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-2200 
Facsimile: (212)218-2200 
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Application No.: 09/982,845 
Attorney Docket No.: 03500.015894. 

VERSION WITH MARKINGS TO SHOW CHANGES MADE TO CLAIMS 

1. (Amended) A silicon-based film comprising a crystal phase formed on a 
substrate , said substrate having [with] a surface shape represented by a function f, 

wherein the [silicon-based film is formed on a substrate with a] surface 
shape [having] has a standard deviation of an inclination arctan (df/dx) from 15° to 55° 
within the range of a sampling length dx from 20 nm to 100 nm, 

wherein a Raman scattering strength resulting from an amorphous 
component in the silicon-based film is not more than a Raman scattering strength resulting 
from a crystalline component in the silicon-based film , and 

wherein a difference between a spacing in a direction parallel to a principal 
surface of the substrate and a spacing of single crystal silicon is within the range of 0.2% to 
1.0% with regard to the spacing of the single crystal silicon. 

CA_MAIN 52608 v 2 
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